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Office Action Summary 


Application No. 

10/072.658 


Examiner 

Marcos D. Pizarro-Crespo 


Applicant(s) 

FURUHATA ET AL 


Art Unit 
2814 


Marcos U. riianu-^^'^^K^;^ 1 I 

. ' ^ ^„ *hi> f^nM^r sheet w ith the correspondence address - 

^^^^^^^ P^^g commun/cato n appears on the cover sheet 

'TsHOR^NEO STATUTORY PER,00 FOR REPUV ,S SET TO EXP,RE , MONTH,S, PROM 
THE MAILING DATE OF ^Ji'^S^IS'Ss^^^^^ 

In no event, however, may a reply be timely filed 

earned patent term adjustment. See 37 CFR 1704(b). 

Status 

I) 12 Responsive to communication(s) filed on 27mL2QQ3 . 
1-1 ^u- ^-^^ieciMAi 2bM This action is non-final. 

Disposition of Claims 

4) 12 Claim(s) M8 is/are pending in the application. 

43) Of the above claim(s) I^TandJ^di is/are Wrthdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E1 Claim(s) S^ll is/are rejected. 
?)□ Claim(s) is/are objected to. 

m Claim(s) U18 are subject to restriction and/or election requirement. 

Application Papers 

c)ii53 The SDecification is objected to by the Examiner. 

9)^ The spec I P ^^^^^^ to by the Examiner, 

tmn The draw ng(s) filed on is/are. a)uaccepieu o-.» -^t ppr 1 85fa^ 

I I) D The proposed drawing correction filed on is. a)U approveu 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 o r s il9raV(d) or (f) 

13) 0 AcRnowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a) (d) (f). 

a)nAII b)D Some*c)n None of: 

1 □ certified copies of the priority documents have been received. 
2n certified copies of the priority documents have been received in Application NO . 

□ CO 0^^^^^ ceriified copies of the P-.y do^^^^^^^^^^^ ^^^^ 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a pro 
a) □ The translation of the foreign language provisional aPP«cation ^as been re^^ed^ 

1 5) DllnowLgment IS made Of a Claim for domestic pri 

Attachment(s) ^ ^^^^^.^^ ^^^^^^ 3) pgper No(s) • 

5) □ Notice of informal Patent Application (PTO-152) 

6) \3 OVner. 
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Art Unit: 2814 

Attorney's Docket Number: 9319S-000328 
Filing Date: 2/7/2002 

Claimed Foreign Priority Date: gP 2002-|025, 

Applicant(s): Furuhata et al. 
Examiner: Marcos D. Pizarro-Crespo 

DETAILED ACTION 

This Office action responds to the election in paper no. 10 filed on 5/27/2003. 

Election/Restrictions 

1. Applicant's election without traverse of claims 8-11 in paper no. 10 is 
acknowledged. 

2. Claims 1-7 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a honelected spedes, there being no allowable generic or linking 
claim. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-{d). which 
papers have been placed of record in the file. 

Specification 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
States. 

Claim Rejections ■ 35 USC § 103 

. . — IK 1 1 <? r. I03(al which forms the basis for all 
6. The following is a quotation of 35 U.S.O. iUJ(a; ™ 

obviousness flections set forth in this Office action: 

ohh In sMtion 1 02 ol this Me. I* SwSd have been obvious at the time me 

me prior art are suoh that the ^l^'^J^^^^^ a ,*ioh said subject matter pertains. 

'p"SSi^strbrn:5rhr«:— — *■ 

7 Wally, and with respect to clain, 11, note that a ■■product-by-process" clatm is 
directed to the product per se, no matter how actually made. See m^JSmeM^ 
227 USPQ 964 (CAFC, 1985) the related case law cited therein which makes ,. 
Clear that it is the final product per se which must be detem^ined in a ■•product by 
process" Cairn, and not the patentability o, the process, and that, as here, an ^d or 
Obvious product reduced by a method is not patentable as a product, whether 
Claimed in "product by process" claims or not. As stated in Thorpe, 

even though product^y-process Calms are limited by ^ '^'^J^ 'l 
process detemMnation of patentability is based on the product itself, n re 
Zn 459 F 2d 531, 536, 173 USPQ 685, 688 (CCPA 1972); ,r, re 
«„, 411 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969, B.ono . 
ysr,Hee Ma« Dress Corp.. 77 F.2d 274, 279, 26 USPQ 57, 61 (2d. Cir. 1935). 
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Note that Applicant has burden of proof in such cases, as the al»ve case law 
mal<es clear. 

8. Claims 8-11 are rejected under 35 U.S.C. § 102(b) as being anticipated by, or in 
the alternative, under 35 U.S.C. § 103(a) as obvious over Kim (GB 2305295). 
9 Regarding claim 8, l^m shows (see, e.g., fig. 2) all aspects of the instant 
invention Including a semiconductor device having a non-volatile memory transistor 
formed on a semiconductor layer 101, me device comprising an interdielectric layer 
provided over the semiconductor layer 101 and the transistor. The interdielectric layer 
includes an oxide film 121 provided as a lowen^os, layer and a layer containing nitride 
(not shovwn) provided on the oxide film 121. 

10. Regarding claim 9, Kim shows that the oxide film 121 may have a thldKness of 
30-70 nm (see, e.g., pp.ail.15-20). 

11. Regarding claim 11, Kim shows that the interdielectric layer includes an oxide 

film 121 (see, e.g., flQ- 2)- 

AS to the grounds of reiection under section 103(a), the method of fomning the 
oxide film by reduced pressure CVD using TEOS, is an intermediate process step that 
does not affect the structure of the final de^ce. See MPEP § 21 13, which discusses the 
handling of "product by p^cess" claims and recommends the altemaUve (§ 102 / § 103) 
grounds of rejection. 
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Conclusion 

12. Papers related to this application may be submitted directly to Art Unit 2814 by 
facsimile transmission. Papers should be faxed to Art Unit 2814 via the Art Unit 2814 
Fax Center located in Crystal Plaza 4. room 3C23. The faxing of such papers must 
conform to the notice published in the Official Gazette. 1096 OG 30 (15 November 
1989). The Art Unit 2814 Fax Center number is (703) 308-7722 or -7724. The Art Unit 
2814 Fax Center is to be used only for papers related to Art Unit 2814 applications. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos D. Pizarro-Crespo at (703) 308-6558 and 
between the hours of 9:30 AM to 8:00 PM (Eastern Standard Time) Monday through 
Thursday or by e-mail via M<.r..c Pi..rrn^uspto.aov. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor. Wael Fahmy. can 
be reached on (703) 308-4918. 

14. Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group 2800 Receptionist at (703) 308-0956. 
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